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REMARKS 

In view of the above amendments and the following remarks, favorable reconsideration 
of the outstanding Office action is respectfully requested. 

Claims 1 and 20 are currently amended. Originally filed claims 2-10, 12 and 13 remain 
in the application. Claims 14-19 have been previously canceled. Claims 21-30 have been 
previously presented. 

1. Rejections under 35 U.S.C. § 103 

1.1. Rejections of claims 1-4. 7-8, 10 and 13 

The Examiner has rejected these claims under 35 U.S.C. § 103(a) as being unpatentable 
over Fleming, Jr. et aL (United States Patent No. 4,01 1,006) in view of Gouskov et aL (United 
States Patent No. 6,253,580). 

The Examiner asserted that 

Fleming discloses a method of making glass suitable for incorporation in 
devices such as lenses and optical transmission lines (Col. 1, lines 10-13). 
Fleming's method, as best shown in Figure 3, comprises passing silica powder 
into a plasma to thus produce and deposit silica particles onto a rotating horizontal 
depositing surface. Fleming is silent depositing and consolidating the particles at 
the same time. However, Gouskov teaches that depositing and consolidating the 
silica into one single step in chapter than a multi-stage process that requires a 
separate deposition and consolidation steps (Col. 3 lines 15-17 and Col. 6, lines 
61-65). Hence, at the time the invention was made it would have been obvious to 
a person of ordinary skill in the art to have deposited and consolidated the 
particles of Fleming at the same time as taught by Gouskov because it's less 
expensive than a multi-stage process that requires separate deposition and 
consolidation steps. 

Claim 1 has been further amended to include the limitations that the silica particles are 
directed downwardly and deposited on a substrate on a rotating table, as illustrated in FIG. 3 and 
described in paragraph [0022] in the specification. 

Applicant submits that Fleming, Jr. et aL and Gouskov et aL, in combination, do not 
establish a prima facie obviousness case for claim 1, as amended herein. 

With regard to the Examiner's duty of establishing a prima facie obviousness case in an 

Office Action, the MPEP provides, 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
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exnectation of success. Finally, the prior art reference (or references when combined) 
must So Suggest all me claim limitations. The teaching or suggestion to make 
SSi JU and the reasonable expectation of success must both be 
found in the prior art, and not based on applicant's disclosure. In re Vaeck, 947 F.2d 
488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

MPEP, 2142, Eighth Edition. 

Fleming, Jr. et ah and Gouskov et ah are not concerned with fixsed silica materials for use 

in photolithography at shorter than 193 nm. Rather, both are concerned with applications such as 

optical fibers. 

Fleming, Jr. et ah and Gouskov et ah, in combination, do not teach or suggest directing 
the silica particles downwardly and depositing the silica particles on a substrate on a rotating 
table Fleming, Jr. et ah and Gouskov et ah disclose depositing silica particles onto a rotating 
cane These methods can be used to manufacture glass preforms only with limited size. Indeed, 
since the surfaces on which the silica particles are deposited as taught in these two references are 
not planar surfaces, but are curved surfaces (cylindrical, for example), they cannot be regarded as 
horizontal. 

Therefore, it is clear that the combination of Fleming, Jr. et ah and Gouskov et ah does 
not establish a prima fade case of obviousness for claim 1 , as amended herein. 

The present invention, as claimed in claim 1, as amended, by depositing the particles and 
consolidating them on the surface of a substrate placed on a rotating table, silica glass with large 
diameter can be produced to fulfill the use in applications where large blank size is required. 

Other claims, namely, claims 2-4, 7-8, 10 and 13 are all dependent from claim 1, as 
amended. Therefore, for the same reason, they are not obvious over Fleming, Jr. et ah and 
Gouskov et ak in combination. 

1 .2. Rejections of c laims 20-30 

The Examiner has rejected claims 20-30 under 35 U.S.C. § 103(a) as being unpatentable 
over Fleming, Jr. et ah in view of Gouskov et ah and further in view of Preistley et ah (United 
States Patent Application Serial No. 2002/009051 8 Al) and/or alternatively in view of Brown 
(United States Patent No. 6,541,168). The Examiner asserted that 

Fleming discloses a method of making glass suitable for incorporation in 
devices such as lenses and optical transmission lines (Col. 1, lines 10-13). 
Fleming's method, as best shown in Figure 3, comprises passing silica powder 
mto a plaliTa to thus produce and deposit silica particles onto a rotating honzonta 
depositing surface. Fleming is silent depositing and consolidating the particles at 
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*e same time. However, Gouskov teaches ™ 1 S^5^S2 S 2S!^ 
silica into one single step in chapter than a mulu ^age p ^ 
separate deposition and consolidation M^ 3 ^ been obvio us to 

61 P 65). ^^^^T^^Mmi consolidated the 
a person of ordinary stall m .the art to hav depo ^ 

^ rf r^«v — deposition 

^ view of Fleming, ^Jff^^S^^ 
can be used to make glass invention was 

been obvious to a person or ordinary skill ^"^J** device such as a 
made, to have used ^j\f C \£^ r ^^ ng the glass from the 
photomask. The t^**^™ 1 *^ 

preform into blanks and finishing them as taught {V™^^,^ Priestlev et aL 
SkUte tf al (See Brow. 1 -JCoLl ^f wou i d 

photomask substrate if desired. 

Applicant submit to, claim 20, an independent claim, has been amended to mch.de me 
hmitahons ma, me sihca pruticles are directed downwardly and deposited 
Ling table, as illustrate* in FIG. 3 and descnbO in paragraph [0022, m to speeifr atlon. 

Applicant submits to, Homing, Jr. « and Gouskov « in combmation, do no, 
establish a prima facie obviousness case for claim 1 , as amended hereto. 

F lenunT^al. and Gouskov „ ak « no, concerned wim .used sihea matenais for - 
in pho,o,ito^h y I,7hor,er man ,9, nm. Rator, bom a, concerned with applicants such as 

*. sihca partil do"—, and depositing to silica particles on a subshate on a mtating 
! ,f FleLing ir e, al. and Gouskov et aL disclose depositing silica particles onto a notatmg 

Z to surfaces on which the silica particles a. deposited as taugh, in tose two references are 

"erefore, i, is clear ma, to combination of Fleming, „ * and Gouskov « does 
no, establish a pnma facie case of obviousness for claim 20, as amended herein. 
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The present invention, as claimed in claim 20, as amended, by depositing the particles 
and consolidate mem onto me surface of a substrate p,aced on a rotating tab.e, silica g,ass wrth 
targe diameter can be prodnced to fulfill tire use in applications where large blank srze rs 

"^Other claims, namely, claims 21-30 are all dependent from claim 20, as amended. 
Therefore, for the same reason, rhey are nor obvious over Fleming, Jr. tf A and Gouskov e. ah rn 

combination. 

2. Conclusion 

I„ view of the above amendments, remarks and papers of record in the present 
application, Applicant beheves that me pending claims in me present applrcation are in allowable 
form. Applicant respeconfiy requests the Examiner to promptly issue a Notice of AHowance 

thereon. " u 

Applicant believes that no extension of time is required to make tins reply to the 
outstandingOfficeactiontimely. Should Applicant be in error, Applicant respectMly requests 
the Office to grant the additional time necessary to render this reply timely under 37 C.F.R. 
1.136 (a). Applicant, through counsel, hereby authorizes the Office to charge any requtred fee 
for the time extension to Deposit Account No. 03-3325. 

The undesigned attorney is granted limited recognition by the Office of Disctphne and 
Enrollment of the USPTO to practice before the USPTO in capacity as an employee of Cornmg 
Incorporated. A copy of the document granting such limited recognition either has been 
previously submitted or is submitted herewith for the record. 

Please direct any questions or comments to the undersigned at (607) 248-1253. 



Respectfully submitted, 



DATE: J%** Tf .-L*A/?0 





5iwen Chen 
Attorney for Assignee 
Corning Incorporated 
SP-TI-03-1 
Corning, NY 14831 
607-248-1253 
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